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REMARKS 

The iJist Office Action has been carefully considered. 

It is noted that claims 1 and 3 are rejected under 35 U.S.C. 
102(b) over the Brii ish patent to Marton. 

Claim 1 1 is rejected under 35 U.S.C. 102(b) or 103(a) over the 
British patent to Merton. 

Claim 2 Is rejected under 35 U.S.C. 103(a) over the British 
patent to Marton in view of U.S. publication to Moolenaar. 

Claim 4 is rejected under 35 U.S.C. 103(a) over the British 
patent to Marton in view of the U.S. patent to Bergner 

Also, olaim 1 is rejected under 35 U.S.C. 112, 

After ::arefuHy considering the Examiner's grounds for the 
rejection of the claims, 
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It is believed to be advisable to explain first of all the subject 
matter of the present invention and the new features of the present Invention 
which are now defined in the Independent claims. 

in accordance with the present Invention a grinding plate for an 
electric hand grinds r is proposed with upper and lower plate surfaces having 
upper and lower plate edges, with a lower plate edge for placement of a 
grinding means extending at least partially beyond the upper plate edge, 
wherein in accordance with the present invention the side surface extending 
between the upper and lower plate edges rn a projecting region of the lower 
plate edge has a pagoda-shaped concave contour from the upper plate edge 
to the lower plate edge to form a grinding edge lip with a great yielding ability. 

When the grinding plate is designed in accordance with the 
present Invention as: defined by these features, it has the advantage that the 
shape of the side surface of the grinding plate extending outwardly to the 
lower piate edge wHh Its specific shape can produce a grinding edge lip with 
a great yielding abllly of the grinding edge. Thereby grinding operations can 
be performed finely and exactly both on visible and also on covered edges 
of the workplece. ''he yielding ability of the grinding edge lip also allows 
grinding of transitions, in particular also in a radius region. A staining of the 
plate material onto tie woricpiece as well as damages of wori<piece walls are 
substantially excluded, since the upper plate edge and thereby the support 
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Of the electric hand grinder which receives the grinding plate is dimensionally 
set back and the j.upport thereby does not bump against the woricpieces. 
Applicant has amended claims 1 and 1 1 to more clearly define the present 
invention and to disstinguish it from the prior art. 

Turning now to the references and in particular to the British 
patent to Marton, It can be seen that this reference discloses a vacuum 
sanding device witi a plate member having upper and lower surfaces with 
upper and lower edges, with the lower plate extending beyond the upper 
plate edge and a side surface extending therebetween. This reference 
however does not disclose a grinding plate with a side surface having a 
pagoda-shaped concave contour extending from the upper plate edge to the 
lower plate edge and fomning a grinding edge lip with great yielding ability. 
The side surface ctf the plate member disclosed in the reference is an 
inclined, straight surface. 

it is therefore believed that this reference does not teach the 
new features of the present invention which are defined in claims 1 and 1 1 . 

The patent documents to Moolenaar and to Bergner also do not 
disclose the new fejitures of the present invention as now defined in claims 
1 and 11. 
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The Examiner rejected the original claims over the British 
patent to Marton as being anticipated. In connection with this, it is believed 
to be advisable to cite the decision In re Lindemann Maschinenfabrik GmbH 
V. American Hoist & DenicIc Co., 221 USPQ 481, 485 (Fed. Cir. 1984) In 
which it was stated: 

""Anticipation requires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, 
arranged as in the claim." 

Definitely, this reference does not disclose each and every 
element of the applicant's invention as now defined in the amended claims 
1 and 11. and therefore the anticipation rejection should be considered as 
not tenable and should be withdrawn. 

As fo ' the combinations of the references, they would not lead 
to the applicant's irivention unless the references are modified by including 
Into them the specilic features which are now defined in the amended claims 
1 and 1 1 . However , it Is known that in order to arrive at a claimed Invention, 
by modifying the re 'erences the cited art must itself contain a suggestion for 
such a modification. This principle has been consistently upheld by the U.S. 
Court of Customs a id Patent Appeals which, for example, held in its decision 
in re Randol and R>^ford (165 USPQ 586) that 

-9- 



PAGE23f48'RCVDAT7/1M10:40:28 AM [Eastern Dayli^^ 



.07/ll/:2005 10:47 FAI 831 549 0404 



STRIKER & STRIKER 



US PTO 



(ilOll/012 



Prior patents are references only for what they clearly disclose 
or suggest; It is not a proper use of a patent as a reference to 
modify its structure to one which prior art references do not 
suggest. 

Also as explained herein above, the present invention provides 
for the highly advsmtageous results which can not be accomplished by the 
constmction disclosed in the references. It is well known that in order to 
support a valid reji^ction the art must also suggest that It would accomplish 
applicant's results This was stated by the Patent Office Board of Appeals, 
In the case Ex parte Tanaka, Mamshima and Takahashi (174 USPQ 38), as 
follows: 



Claims are not rejected on the ground that rt would be obvious 
to'one of ordinary skill in the art to rewire prior art devices in 
order to ai:complish applicants' result, since there is no 
suggestion in prior art that such a result could be 
accomplish 3d by so modifying prior art devices. 



In viciw of the above presented remarks and amendments, it is 
believed that clams 1 and 11 should be considered as patentably 
distinguishing over the art and should be allowed. 



As for the dependent claims, these claims depend on the 
corresponding Independent claim, they share Its presumably allowable 
features, and then)fore they should be allowed as well. 
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Reconsideration and allowance of the present application is 
most respectfully lequested. 



specification, claims and/or drawings be further amended or corrected in 
formal respects in order to place this case in condition for final allowance, 
then it is respectfully requested that such amendments or corrections be 
carried out by Examiner's Amendment, and the case be passed to issue. 
Alternatively, should the Examiner feel that a personal discussion might be 
helpful in advancing this case to allowance, he is Invited to telephone the 
undersigned (at 65 1-549-4700). 
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Should the Examiner require or consider it advisable that the 



Respectfully submitted, 




Mf/fiua^i^. Striker 
Attomey for Applicants 
Reg. No. 27233 



